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DETAILED ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Malhotra et al. (6,444,294) in view of Tsuchida et al. (JP 2002-103807), machine 
translation included. 

With regard to claim 1, Malhotra et al. disclose a recording medium, wherein on a 
first surface there is a first coating composition (col. 14, lines 41-48). The first coating 
composition can comprise inter alia a water-soluble resin binder, an inkspreading/ink 
wetting agent, a lightfastness-imparting agent, and filler. 

The water-soluble binder is disclosed at col. 16, line 5 to col. 18, line 46. 

The inkspreading/ink wetting agent is taught at col. 18, line 47 to col. 19, line 67, 
and they perform the same function as the tocopherol or a derivative thereof seen in 
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applicants' claim 1 . Malhotra et al. teach a-tocopherol acetate and also plain Vitamin E 
at col. 19, lines 62-63. 

The filler is taught at col. 23, line 65 to col. 25, line 44 and comprises inorganic 
pigments as seen at col. 24, lines 48-59, including inter alia hydrated alumina and 
titanium dioxide. 

The lightfastness-imparting agent (antioxidant) is taught at col. 20, line 61 to col. 
23, line 64 and it includes ester derivatives of thiodipropionic acid at col. 22, lines 15-26; 
however, Malhotra et al. fail to teach using a lightfastness-imparting agent of 
thiodipropionic acid or a salt thereof. 

Tsuchida et al. teach an inkjet recording medium that has a lightfastness- 
imparting agent, specifically thiodipropionic acid (Abstract, [0008]-[0009]). 

Since Malhotra et al. and Tsuchida et al. are both drawn to inkjet recording 
materials with lightfastness-imparting agents; it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to substitute the 
thiodipropionic ester lightfastness-imparting agents of Malhotra et al. with the 
thiodipropionic acid lightfastness-imparting agents of Tsuchida et al. The results of 
which would have been predictable to one having ordinary skill in the art. Specifically, 
the reduction in the discoloration of inks over time. 

With regard to claim 2, the disclosure of Malhotra et al. at col. 16, lines 5-17 
(binder), col. 18, lines 47-55 (ink spreading/wetting agent), col. 20, line 61 to col. 21, line 
2 (lightfastness-imparting agent), and col. 23, line 65 to col. 24, line 5 (pigment) clearly 
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show that the ink spreading/wetting agent and lightfastness-imparting agent are present 
in the ink-receiving layer from 1 to 20 % by weight based on said inorganic pigment. 

With regard to claim 6, the Title of Malhotra et al. is "Recording Substrate for Ink 
Jet Printing." 

4. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Malhotra et al. (6,444,294) in view of Tsuchida et al. (JP 2002-103807) as applied to 
claim 1 above, and further in view of Kitamura et al. (US 2001/0016249). 

Malhotra et al. in view of Tsuchida et al. render obvious all of applicants' 
limitations in section 3 above; however, they fail to disclose that the hydrated alumina 
has a boehmite or pseudo-boehmite structure or wherein the ink-receiving layer 
comprises a boron compound. 

With regard to claim 3, Kitamura et al. disclose boehmite or pseudo-boehmite 
aluminas for inkjet recording media [0089], [0090], and [0130]. 

Since Malhotra et al. in view of Tsuchida et al. and Kitamura et al. are all drawn 
to inkjet recording media; it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to use the boehmite or pseudo-boehmite 
aluminas of Kitamura et al. as the hydrated alumina of Malhotra et al. The results of 
such a substitution would have been predictable to one having ordinary skill; further, a 
motivation for making the substitution can be found in Kitamura et al. at [0089], which 
states that the aluminas would lead to a recording stratum having high gloss and 
smoothness. 
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With regard to claim 4, the claimed properties of the aluminum hydrates would be 
intrinsic in the aluminas of Kitamura et al. because they are aluminas having the same 
structure as claimed in claim 3. 

With regard to claim 5, Kitamura et al. teach boric acid and borate salts as light- 
resistance agents [0167]-[0168]. 

Since Malhotra et al. in view of Tsuchida et al. and Kitamura et al. are all drawn 
to inkjet recording media; it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to use boric acids or borate salts in the inkjet 
recording media of Malhotra et al. in view of Tsuchida et al. The results of such a 
combination would have been predictable to one having ordinary skill in the art; further, 
each of the elements would have performed the same in combination as they had 
separately. The motivation for adding the boric acid or borate salts would be to provide 
further light-resistance (resistance to fading) in the inkjet recording medium (please see 
Kitamura etal. [0167]). 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not used art are other patent that use a tocopherol 
and ester derivatives of thiopropionate. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GERARD T. HIGGINS whose telephone number is 



Application/Control Number: 10/535,135 Page 6 

Art Unit: 1794 

(571)270-3467. The examiner can normally be reached on M-F 7:30am-5pm est. (1st 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on 571-272-1123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gerard T Higgins, Ph.D. 

Examiner 

Art Unit 1794 

/Gerard T Higgins, Ph.D./ 
Examiner, Art Unit 1794 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



